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REMARKS 

Claims 1-20 were presented for examination. In an Official Action mailed July 25, 
2006, the Office issued a restriction requirement and an election requirement. In particular, 
the Office alleged that the case included claims to two distinct or independent inventions, as 
identified below: 

Invention I: claims 1-12, drawn to a method for making a battery; and 
Invention II: claims 13-20, drawn to a battery. 

Both inventions were classified by the Office as being in class 429, subclass 122. 

The Office argues that claimed method can be used to make a product that is 
materially different from the product that is recited in claims 13-20 and, as such, the two 
sets of claims define distinct inventions. The "materially-different" product is, according to 
the Office, a battery having nonporous electrodes with gelled electrolyte while the battery 
that is recited in claims 13-20 has porous electrodes impregnated with gelled electrolyte. 

The storage capacity of a battery is proportional to the surface area of a battery's 
electrodes. The reason that porous electrodes are used in batteries is that the porosity 
increases the surface area of the electrodes and, hence, the capacity of the battery. In fact, 
no one would make a VRLA battery with non-porous electrodes, because it would have so 
little storage capacity. So, this allegedly "materially-different product" would not seem to 
exist; certainly, no one in the business of selling VRLA batteries would make such a 
product! 

But even if someone were to make a battery with non-porous electrodes, why is this 
"materially" different than a battery with a "porous" electrode (other than the fact that it 
would barely function)? 

According to the MPEP, a proper requirement for restriction requires that the 
Examiner establish why there would be a serious burden on the Examiner if restriction is not 
allowed. To do this, the Examiner must show that the allegedly distinct inventions: 

(A) Are separately classified; 

(B) Have a separate status in the art when classifiable together; or 

(C) Require a separate field of search. 
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Where, however, the classification is the same and the field of search is the same and there 
is no clear indication of separate future classification and field of search, no reasons exist 
for dividing among independent or related inventions. 

The Office Action indicates that so-called "Invention I" and "Invention II" are both classified 
in class 429, subclass 122. Since they are both in the same class and subclass, required 
showing (A) cannot be relied upon to demonstrate a serious burden. 

The Examiner alleged that the inventions "have acquired a separate status in the art," which 
is showing (B). The Examiner's support for the allegation that the inventions have acquired 
separate status is due to their "different classification." But the inventions are classified 
the same; both in class 429, subclass 122. Showing (B) is not, therefore, properly 
supported. 

The Examiner also alleged that the inventions "require a different field of search." 
According to MPEP §808.02, such an allegation must be premised on the fact that "it is 
necessary to search for one of the inventions in a manner that is not likely to result in 
finding art pertinent to the other invention(s)." The Examiner has provided nothing to 
support the implicit allegation that a search performed for one of the inventions is not likely 
to find art pertinent to the other invention. Certainly, such a search would be likely to find 
pertinent art. 

In summary, the requirement for restriction has been premised on the existence of a 
product that no one skilled in the art would make and an unsupported allegation that 
examining both "inventions" together would be a "serious burden" on the Examiner. As a 
consequence, the requirement for restriction is not proper. 

The Examiner further alleges that "Invention II" defines two patentably-distinct species, as 
follows: 

Species I: Claims 13-16; and 

Species II: Claims 17-20. 

According to the Examiner, the species are independent or distinct because the 
battery of the Species I is "concerned with the specific gravity relationship of silica in the 
electrolyte and can contain any positive active material not including lead oxide" while the 
battery of Species II is "concerned with the weight percent relationship of the silica in the 
electrolyte and requires that lead oxide be the positive active material." 
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According to MPEP 8806.04, "a requirement for restriction to a single species may be 
proper if the species are mutually exclusive. Claims to different species are mutually 
exclusive if one claim recites limitations disclosed for a first species but not a second, while 
a second claim recites limitations disclosed only for the second species and not the first. 
This may also be expressed by saying that to require restriction between claims limited to 
species, the claims must not overlap in scope." 

The fact that some of the claims in the first group are "concerned with the specific 
gravity relationship of silica in the electrolyte" and some of the claims in the second group 
are "concerned with the weight percent relationship of the silica in the electrolyte" is 
irrelevant to the analysis. Focusing on specific gravity in some of the claims (14-16) and on 
the weight percent relationship of the silica in electrolyte in some of the other claims (17- 
18) is simply an approach to acquire the breadth of protection to which applicants are 
entitled for their claimed invention. In other words, these claims recite different theories of 
invention. But that is quite different than reciting different species. 

It is true that each group of claims recite limitations that are not recited in the other 
group of claims and vice-versa. But that is not the basis for a proper species rejection. 
What is required is that one group of claims recite limitations that are DISCLOSED (i.e., in 
the disclosure) for a first species but not a second species, while the second group of claims 
recite limitations that are DISCLOSED for the second species but not the first. 

For example, if an airplane is disclosed wherein in a first embodiment (as described 
in the Detailed Description section), the wings are raked forward and in a second 
embodiment, the wings are raked backward, this defines two different species. If one group 
of claims recited the "raked forward" limitation and the second group of claims recited that 
"raked backward" limitation, a species restriction would be proper. The reason why it would 
be proper is because one group of claims recite a limitation -raked forward- that is 
disclosed for the first species but not the second, while the second group of claims recites a 
limitation -raked backwards- that is disclosed for the second species but not the first. 

Applicant has not disclosed two different species of battery in its disclosure; the two 
claims sets simply focus on different aspects of the invention. 

The Examiner's assertion regarding Species I containing "any positive active material 
not including lead oxide" while the battery of Species II requires that "lead oxide be the 
positive active material" is, quite simply, incorrect. There are no words in claim 13 (or 
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claims 14-16 for that matter) that require this. In fact, upon reviewing the specification, no 
mention of this alleged lead oxide exclusion could be found anywhere in the specification. 

The election requirement is, therefore, unsupported. 



In conclusion, it is applicants' contention that the requirements for restriction and 
election are improper. As a consequence, the Examiner is requested to withdraw these 
requirements. 

As is required for a complete response to the Examiner's action, the applicants' 
provisionally elect claims 1-12 for prosecution. 

Should there remain unresolved issues the applicants respectfully request that 
Examiner telephone the applicants' attorney at 732-578-0103 xl2 so that those issues can 
be resolved as quickly as possible. 

Respectfully, 



By /Wayne S. Breyer/ 

Reg. No. 38089 
Attorney for Applicants 
732-578-0103 xl2 

DeMont & Breyer, L.L.C. 
Suite 250 

100 Commons Way 
Holmdel, NJ 07733 
United States of America 
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